APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 



Stuart A. Kauffman 942757-278580 



24239 7590 04/02/2009 I ™ a »,™t™ 

MOORE & VAN ALLEN PLLC I examiner 

P.O. BOX 13706 MAGUIRE, LINDSAY M 

Research Triangle Park, NC 27709 I 

° I AT2TTTMTT 



PAPER NUMBER 



MAIL DATE | DELIVERY MODE 

04/02/2009 PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

09/868,981 


Applicant(s) 

KAUFFMAN ETAL. 


Examiner 

LINDSAY M. MAGUIRE 


Art Unit 

3692 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^| Responsive to communication(s) filed on 21 November 2008 . 
2a )£3 This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1-100 is/are pending in the application. 

4a) Of the above claim(s) 1-67 and 76-100 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 68-74 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IZI The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This Non-Final office action is in response to the application filed on June 25, 
2002, the response to the Election/Restriction requirement filed on September 6, 2007, 
and the amendments to the claims filed on November 21, 2008. 

Abstract 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 68-74 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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The phrase, "searching for optimal ones of the set of said portfolios of assets" in 
lines 7-8 of claim 68 renders the claim indefinite as one of ordinary skill in the art would 
be unable to ascertain the requisite scope of the claim. Specifically, what are "optimal 
ones," what makes an asset optimal? It is noted that similar instances of this phrase 
occur in claims 73 and 74. 



Claim 70 recites the limitation "the difference" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 68-72 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 



A claimed process is eligible for patent protection under 35 U.S.C. § 101 if: 

"(1) it is tied to a particular machine or apparatus, or (2) it 
transforms a particular article into a different state or thing. 
See Benson , 409 U.S. at 70 (Transformation and reduction 
of an article 'to a different state or thing' is the clue to the 
patentability of a process claim that does not include 
particular machines.'); Diehr, 450 U.S. at 192 (holding that 
use of mathematical formula in process 'transforming or 
reducing an article to a different state or thing' constitutes 
patent-eligible subject matter); see also Rook, 437 U.S. at 
589 n.9 ('An argument can be made [that the Supreme] 
Court has only recognized a process as within the statutory 
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definition when it either was tied to a particular apparatus or 
operated to change materials to a 'different state or thing' '); 
Cochrane v. Deener , 94 U.S. 780, 788 (1876) ('A process 
is... an act, or a series of acts, performed upon the subject- 
matter to be transformed and reduced to a different state or 
thing.'). 7 A claimed process involving a fundamental 
principle that uses a particular machine or apparatus would 
not pre-empt uses of the principle that do not also use the 
specified machine or apparatus in the manner claimed. And 
a claimed process that transforms a particular article to a 
specified different state or thing by applying a fundamental 
principle would not pre-empt the use of the principle to 
transform any other article, to transform the same article but 
in a manner not covered by the claim, or to do anything other 
than transform the specified article." {In re Bilski, 88 
USPQ2d 1385, 1391 (Fed. Cir. 2008)) 



Claims 68-72 are not tied to a particular machine or apparatus nor do they 
transform a particular article into a different state or thing; therefore, claims 68-72 are 
non-statutory under §101. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 68-74 are rejected, insomuch as the claims can best be understood given 
the 112 and 101 rejections (as advanced above), under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Pat. No. 5,799,287 (Dembo '287), alone. 
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Dembo '287 discloses optimization of a portfolio of assets comprising the steps 
of (abstract): determining a different economic models by extracting observables (i.e. a 
fitness landscape; column 8, line 12 - column 11, line 15); and determining at least one 
optimal searching distance in the portfolios (column 10, line 49 - column 11, line 15; 
Figures 3-6); and searching for optimal distances (column 1 0, line 49 - column 1 1 , line 
15; Figures 3-6); and presenting the results from said searching step for the optimal 
ones of the portfolios of assets on an electrical output device (4). Additionally, Dembo 
'287 discloses vectors used to identify numbers and differences in portfolios (column 8, 
line 1 2 - column 1 1 , line 1 5). Furthermore, Dembo '287 discloses a value at risk 
(abstract), and the use of additional data when inferring the fitness of the landscape 
(column 6, lines 66 - column 7, line 22). 

While Dembo '287 does not disclose that the optimizing is done over a set of 
portfolio assets, it is considered old and well known in the art that if something can be 
done once, it can be done multiple times (see MPEP 2144.04 IV). Additionally, while 
Dembo '287 does not explicitly state that the data used to infer the fitness landscape is 
from historical data, Dembo '287 does disclose that there is additional data (column 6, 
line 66 - column 7, line 22). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made that the additional data could be 
historical data since it is considered old and well known in the art of portfolios to use 
historical data when determining market trends and when setting up portfolios. 
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Response to Arguments 

Applicant's arguments with respect to claims 68-74 have been considered but are 
moot in view of the new ground(s) of rejection. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., a specific set of portfolios) are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. 
Cir. 1993). 

Applicant's arguments that Dembo does not disclose an optimal searching 
distance, are acknowledged, however examiner is of another opinion. Specifically, 
Dembo '287 disclose multiple graphs (see Figures 3-6) in which optimal distances can 
be determined. Therefore, Dembo '287 is considered to fully meet the aforementioned 
limitations. 

Conclusion 

Examiner has pointed out particular references contained in the prior arts of 
record in the body of this action for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the 
specific limitations within the individual claim, other passages and figures may apply as 
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well. It is respectfully requested from the applicant, in preparing the response, to 
consider fully the entire references as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior arts of disclosed 
by the examiner. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LINDSAY M. MAGUIRE whose telephone number is 
(571)272-6039. The examiner can normally be reached on M-F: 7-4. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on (571) 272-670202. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Lindsay M. Maguire /Harish T Dass/ 

3/27/09 Primary Examiner, Art Unit 3692 

/Lindsay M Maguire/ 

Examiner, Art Unit 3692 



